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BEFORE SHRI A. K. SI NGH SOLE ARI Bl TRATOR, NEW DELH

IN THE MATTER OF

M s Googl e, inc

1600 Anphitheatre

Par kway, Mount Vi ew,

California 94043,

USA

... Conpl ai nant/ Petitioner

VERSUS
Chen Zhaoyang
E- 1607, Jinghuayuan
Xi angnmei Road
Futi an, Shenzhen,
Guangdong 518034
Chi na ... Respondent
AWARD
1. A Conpl ai nt under .in  Domain Name Dispute
Resol ution Policy (1 NDRP) is filed by the
compl ai nant wherein | have been appointed as an
arbitrator by National Internet Exchange of
India to adjudicate upon the dispute between
t he conpl ai nant and the respondent.
2 The brief history of the dispute as raised by

the complainant is as under:



b)

d)

The conpl aint is conmpany organized and
exi sting under the laws of Delaware having
its corporate office at the address given

under the cause title.

The conmplaint is filed by the conplainant
for transferring t he Domai n Name
GMAI L. Co.In currently registered in the

name of the respondent.

The conplaint is filed by the conplainant

t hrough its constituted attorney Shri
Rahul Set hi .

According to the conplainant, it is one of
t he | ar gest i nt ernet search service
providers in the world and is well known
in the field of Information - Technol ogy.
It is the world' s No.l1l search engine

conpany and is responding to nmore search
gqueries than any other service on the

i nternet.

The conplainant clains to have about 8,000

enpl oyees, with a global annual turn over



of $ US 6 billion. It claims that it
provides the services to mre than 150
countries and the well known conpanies of

the world are its clients.

The conpl ai nant claims that GMAIL is
conmpl ai nt free web mai | service and
originate as an abbreviation of Google
Mai | . The conpl ai nant claims that for
sever al years t he sof t war e pr epar ed
remai ned available internally as an emil
service for the conmplainant's enployees
and now the GMAIL service is accessible
wor |l dwide and is available for the use of
custoners gl obal |y i ncl udi ng t hose in

| ndi a.

The conplainant clainms that this service
was officially Jlaunched to the general
public on 18 April 2004 but information
about service and its name was
accidentally leaked to the Press on 31°

March 2004. The conplainant claim that

the service since its launch in April 2004
has attracted mllions of regi stered
users.
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The conplainant further submits that its
rights in the mark / Domain Name GMAIL have
been upheld in| a dispute concerning
"GMAIL.nl, which was referred to WPO and
Medi ati on Center,| where the award was

passed in favour df the conpl ai nant.

The conplainant claim though it does not
really advertise its GMAIL service, its

users nunmbered in mllions.

The conplainant claims it has applied for
registration of mark GMAIL in over 150
countries of the werld including India and
the mark has been| registered in nunber of
the countries as (detailed in Para No. 11

of the claimpetition.

The conpl ainant further claims that it has
also applied in India for registration of
t he sai d mark | and has filed t he

application in thi|3 regard in March 2005.

The conplainant further submts that the
Technol ogy Industry has also recognized
its GVAIL service and a nunber of awards

have been conferred upon it.


http://GMAIL.nl

The conplainant further submts that the
users of the service and general trade and
public excl usively associ ate t he mar k

GMAIL with the business and services of

the conplainant and none other. Al'l  of
its products / service including GWVAIL
are well known and as such the: respondent

cannot deny that he was not aware of the
fane and use of the GMAIL mark when it

sought its registration as a domain name.

The conmpl ai nant t hus submts t hat on
account of its extensive use and
popul arity, the Domain Name/ trade mark
GMAIL has achieved the status of well
known mar k and t hus t he respondent
intention is to take advantage of the
goodwi | | and reputation enjoyed by the
compl ai nant trade mark / Domai n  Name

GMAI L.

The conplainant thus submts that it will
suffer incalculable harm and injury to its
goodwi | I, reput ation and busi ness in
general if the respondent is allowed to

mai ntain its registration of the Domain
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Name GMAIL. IN. The loss and damage will

not only be to t he compl ai nant' s
reputation but also result in confusion
and deception anmong the trade and public
who would subscribe to the respondent's
service assum ng it, to be sponsored,

approved or authorized by the conplainant.

The compl ai nant feels t hat trade and
public may assume that there exists a
col |l aboration between the conplainant and
respondent which is likely to further harm

the reputation enjoyed by the conpl ainant.

The conpl ai nant submts that it is a
settled law that where there is conplete
copying, dishonesty ought to be presumed
and in the present case copying by the
respondent is evident from its adoption of
an identical domain name. The conpl ainant
t hus cl ai nms t hat t he respondent’'s
intention is clearly to take a free ride
on the goodwi Il and sales appeal that the
conmpl ai nant service under the mark /

domain GMAI L has achi eved.

The conpl ai nant has encl osed printouts

from the respondent website to denpnstrate
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his dishonest conduct . The conpl ai nant

claims that the website appears as a

portal and on clicking the 1links grouped
under the heading 'popular |inks' one is
t aken to link whi ch seem to be

por nographic materi al.

r) The conplainant <claims that this would
hamper and har m t he goodwi | | and
reputation built by the conplainant in the

mark / Domai n Name GMAI L.

The Conmplaint thus has presented its claim
However, no specific prayer specifying the
relief which it want in its favour has been

made by the conpl ai nant.

The conplainant has relied upon the various
docunents in support of its conplaint. It

i ncludes the abstract taken from the website,

af fidavit of one : Tu Tsao, copy of
arbitration award, copy of certificate of
Regi stration of Trade Mark in Australia and

other records which it has considered relevant

In support of its claimpetition.
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response is sent by the respondent dated

23.11. 2006. The respondent claims in his

response that

a)

b)

GMAIL Limted is a conpany incorporate and
exi sting under the Conpany Act, 1985 of
t he Uni ted Ki ngdom and havi ng its
registered Office at 204, Wolw ch Road,
London, SE77QY, United Kingdom In support
of this aver ment t he respondent has
annexed a certificate of Incorporation of
a Private Limted Conmpany dated 30"

Oct ober 2006 issued by the Registrar of

Conpani es for Engl and and Wl es. The
respondent claims that he is a sole
Director and one of subscriber's of GWVAIL
Ltd, and was authorized by the conpany to
have domain registration on behalf of
GMAIL Ltd and the Domain Nanme Gmal.co.in
is identical to the name of the Conpany
GMAIL Ltd and as such has clear and
legitimate interest in respect of the

domai n nanme.

The respondent clains that the conplainant
is prohibited for using GMAIL as mark and

is also prohibited from using it for its



d)

9

webnmai | service in United Kingdom and
Germany. Its application for said purpose

was opposed and it has given up GMAIL.

The respondent <claims that according to
Paragraph 11 (2) of Trade Marks Act 1994
of the United Kingdom " A registered trade
mark is not infringed by (a) the use by a
person of his own name or address", and
further claims that this is highly simlar
to the cases details of which are given
Sub-Para (d) of Para under the heading
"Factual and Legal Grounds' given in his

response.

The respondent in his reply on nerits to
t he conmpl ai nt has st at ed t hat t he
arbitration proceedings should be deemed
to have been started on 22" August 2006.
The respondent has deni ed, par awi se,
averments made by t he petitioner /
compl ai nant in its compl ai nt . The
respondent has stated that he can not
permt to use as emil, the name of his
company. The respondent has further
submtted that the information published

with W ki pedia, cannot be an evidence.

i10o



f)

g)

The respondent further submts that the
af fidavit filed by the conplainant is
fal se because GMAI L cannot be used
wor | dwi de. He has further stated that the
conpl ai nant was forced to use Google Muil
in respect of GWMAIL as mark in United

Ki ngdom and Ger many.

The respondent has further stated that the
Domain Nanme registration policy between
India and Netherland are different so are

the Trademark Acts between United Kingdom

and Netherland. It has further stated that
t he conpl ai nant has t he trademar k
registered in Netherl and, but not in
United Kingdom or India in this case. In

Net herland the conplainant has trademark
rights but not in this case. The
respondent has further stated that the he
owns his conmpany name identifying to the
domain nane. He has relied upon the
Paragraph 11 (2) of the Trademark Act 1994

of United Kingdom

The respondent has further submtted in

his reply that the trademark application
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of the conplainant is opposed in European
Uni on. The application on the class of
"Computer  Software' goods in India is
irrelevant to this case and there is no
rel evant business to the class ' Computer
Software' carried out by the respondent or
t he respondent conpany's i.e. GMAI L
Li mted. The respondent further submts

that he considers that the conplainant is

committing t he behavi our of "Reverse
Domai n Hijacking" as defined by UDRP of
| CANN.

The respondent clains that his conpany is
i ncorporated under the Conpany Act 1985 of
United Kingdom and the Domain Name is
identical to the name of his conpany. The
case of t he respondent is t hat t he
conmpl ai nant cannot wuse the mark GMAIL in
United Kingdom which is the country where
GVAIL Limted resides in. He states that
since Domain Name is identical to his
conpany name, and he has the ownership of
t he Domai n Name he has legitimte
interests in respect of the Domain Nane.
The respondent has denied to have ever
offered to sale the Domain Name to the

third party and that the respondent has

12



got registered the Domain Nanme only for

his conpany.
i) The subm ssions of the respondent are that
there are several links in the website to

the third party's website which m ght
contain pornographic contents as GMAI L
Limted is not prohibited from doing so by

| aw by using its name.

In response to t he reply gi ven by t he
respondent, the conplainant preferred to file a
response through its attorney Rajesh Narula

Associ at es.

The conpl ainant has raised the follow ng points

therein for the arbitrator's attention:

a) The Domain Name GMAIL.co.in was registered
by the respondent as an individual on 16"
February 2005. Until the subm ssion of the
complaint, the conpany, GMAIL Limted was

not in existence.

b) The conpany GMAIL Limted was forned on
30" October 2006 after filing of the

compl ai nt .

~
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c) Mere incorporation of the conpany that too
subsequent to filing of conplaint cannot
be ground for asserting rights in. mark /
Domai n Name ' GVAIL'.

d) The respondent has not of fered any

explanation for adoption of the Domain

Name GMAI L. It has not denied the
knowl edge and wuse of the Domain Name/
trademark 'GMAIL' by the conplainant. The
use by the respondent of an identical

Domain Nanme would only result in confusion

anongst the relevant trade and public and
the relevant consunmers would associate the
respondent's website as affiliated,

sponsored or approved by the conplainant.

In respect of the respondent avernent about

German decision in support of its case and

Press reports from United Kingdom t he

conmpl ai nt submits:

i) There is no Court decision from the United
Ki ngdom Court's whi ch restrains

conpl ai nant from using mark / Domain Nanme

in United Kingdom It was strategic

} 4
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’

iii)

decision to discontinue service to the new
users. The existing users continue to use

t he GMAI L.

The fact that certain parties in Europe
have challenged conplainant's rights does
not create any legitimate right in favour

of the respondent.

The reasons for use and adoption of GMAIL
were entirely different and no adverse
inference can be drawn. As far as the
proceedi ngs before the German Court are
concerned, they are subjudice and have not

reached the final stage.

The complainant is the prior adopter of
the mark "GMAIL" as it has popul arized by
virtue of its extensive use since April
2004. The respondent simply wishes to
usrup the Domain Nanme and ride on the
goodwi Il that the conplainant has build

over the years by its hardwork

The incorporation of the conmpany 'GMAIL

Limted is an afterthought.

15



b)

d)

/S

The conplainant has further stated that
the existence of the GMAIL Limted under
the UK Conpanies Act is meaningless under
the present proceedi ngs and that t he
conpany has been incorporated to set-up a

defence as an afterthought.

The respondent has further subnmitted that
the ownership of shares is a private
arrangenment and has been initiated after

the conplaint has been submtted.

To say that 'GMAIL.co.in'" is identical to
"GMAIL Ltd" is an afterthought. Under this
|l ogic, any one can explain adoption of a
wel | -known Trademark / Domain  name by
i ncorporating a conmpany with the identical

and simlar domain name.

The conpl ai nant conti nues to provide
services to the existing users under mark
/ Domain Name 'GWVAIL' . The changes were
only for new users as a part of a

strategy.

Conpl ai nant further subnits t hat t he

respondent adoption of the Domain Name
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f)

g)

GMAIL is tainted fromits inception and he
has miserably failed to establish his

legitimate interest in the domain name.

The conpl ai nant has relied upon t he
judgements passed by the Hon'ble Supreme
Court in the case titled as Satyam | nfoway
Limted versus Sify Net Solution Private
Limted passed on 06.05.2004 in civil
appeal No. 3028/ 2004, Yahoo! .Inc  on
19.02.99 in suit no. 2469/1998 and another
judgement of Delhi High Court titled as
Acgua M nerals Limted versus Pranpod Borse
and others passed on 24.04.2001 in suit

no. 371/ 2000.

The  conpl ai nant in his rej oi nder has
denied that the dispute is simlar to the
case referred by the respondent and that
t he conpl ai nant has not j oi ned any
| egitimate business under the Domain Nanme

GMAI L.co.in since it was registered.

In rej oi nder to t he conpl ai nt, t he
conpl ai nant has denied the avernents made
in the reply and reiterated and reaffirmed

its subm ssion made in the conplaint.

11
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10.

11.

i)

B!

In the rejoinder the conplainant has made
specific prayer to transfer the Domain
Name GMAIL.co.in to the conplainant and

for payment of the cost.

Though under law there is no provision to give

any

response to the rejoinder however the

respondent has preferred to file response to

t he

rej oi nder wherein he has reasserted what he

has stated in his reply.

That

from the above pleadings, the certain

guestions arose and the parties were directed

to give their reply. The followi ng queries was

asked from the respondent.

b)

/\f

As to when di d he apply for t he

i ncorporation of his conpany Gmail Ltd

What commercial business the said company
has undertaken in last three years with

evidence |ike balance sheet etc. of the

conpany.

18



13.

14.

18

c) The details of the business, conpany has
undert aken in I ndi a or i nt ends to

undert ake.

The petitioner was also asked to reply the

following queries of the arbitrator

a) What has prevented the petitioner to apply
the domain name gmail.co.in during the

sunri se period.

b) Why the petitioner did not apply to the
domain name gmail.co.in imediately after

the expiry of the sunrise period.

Since the mtter is of i mportance, in the
interest of justice the parties were directed
to appear before the arbitrator through their
counsels for the personal hearing". Date was
adj our ned to accommodat e t he parties and
finally the personal hearing took place on 15"

April 2005.

I have gone through the pleadings of t he
parties and the documents placed by them before

me.

]9
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The conpl ai nant while filing the conplaint

Finding of the Arbitrator

submtted to arbitration in accordance with the
Di spute Resolution Policy and the rules franed
there-under in terns of Paragraph 3 (b) of the rules
and procedures. The respondent also submtted to
the mandatory arbitration proceedings in terns of

Par agraph 4 of the policy.

Paragraph 12 of the rules provides that the
arbitrator has to decide the conplaint on the basis
of the statements and docunents submitted and there
shall be no in-person hearing unless the arbitrator
in his sole discretion and as an exceptional matter
ot herwi se det er m nes t hat such a heari ng is

necessary for deciding the conplaint.

That the arbitrator looking into the allegation
and counter allegations of the parties decided to
give them personal hearing and as such information

was sent to both the parties.

That since the conpl ai nant counsel was in
difficulty on the hearing fixed, the case was fixed

for 5" April 2007 for hearing with the directions to

/\ the parties to make their subm ssions and to provide

{
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any other material which they want to produce in

support of their avernments.

Counsel of conplainant Shri Rajan Narula with

Shri Mohi t Chopra advocat e appear ed for t he
conmpl ai nant. None appeared for the respondent. The
Ld. Counsel for the conplai nant reiterated his

subm ssions as given in the conmplaint and other
docunment s, filed written note of argunments and a
copy of judgenment passed by Hon'ble Supreme Court of
I ndi a. He was directed to send the copy of the said

documents to the respondent also.

M. Narula Counsel of the conplainant vide mail
dated 12" April 2007 again sent copy of t he
judgenment reported in 2007 (34) PTC 298. In the
interest of justice, the respondent was given five
days nmore time to file any other docunent in
response to the judgement / docunments filed by the
counsel of the conpl ai nant during hearing and
subsequent | y. Respondent did not file any other

document / judgenment.

| therefore, proceed to examne the issues in
the |ight of the pleadings and the docunents
subm tted as evidence as per policies, rules and the

provi si ons of the Act.




A |

Both the parties have not denied the docunents
filed by each other. The documents filed by them as

such needs no formal proof.

Exhibit A & B the docunents filed by the
conpl ai nant along with the conplaint are in support
of subm ssions that the conplainant |aunched Gmail
search based web mail in 2004. Exhibit-C is an
affidavit of TU Tsao Trademark and Product counsel
of the conmplainant to the fact that trademark Gmail
is being used by conplainant to designate a free web
- based emai | service accessible worldw de and

| ocat ed at www.gmail.com and this service was | aunched

on 1 April 2004. Exhibit-F is the copy of
certificate of registered trademark. Exhibit-D is a
copy of the arbitration award passed by W PO
Arbitration and Medi ati on Centre in case

no. W PO2005NL5, the other exhibits are the copies
taken from other websites by the conplai nant and

filed to strengthen its case.

The documents filed by the respondent includes
certificates of incorporation of +the conpany Gmail
Ltd, the prints taken out from the website google
mail to show that google gives up on gmail name in
UK and Detschl and. The respondent has also filed
the copy of a decision passed by WPO Arbitration

and Medi ation Centre in case DBlIZ 2002-00264.

922
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From the documents placed on record it is clear
that the conplainant started its web based enmi

service wwmv. gmail.com on 1° April 2004.

From the documents placed on record by the

respondent, it is also crystal clear that respondent
got its conpany Gmil registered only on 30'
Oct ober 2006 i.e. much after filing of t he
conpl ai nt . The said conpany was g¢got registered at
London. The memorandum of transfer of domain nane
filed as Annexure 3 by the respondent makes it
cl ear t hat t he domai n name gmail.co.in was
registered in the name of respondent and was

tranferred by him only on 31.10.2006 to Gmail Ltd,
conmpany of which he is a sole Director and he for
and on behalf of the conpany also accepted the said

domai n name.

Paragraph . 4 of the .in domain-name dispute
resolution policy (hereinafter <called as policy)
requires three elements that the conplainant nmnust
prove to get a finding that the domain name of the
respondent be transferred to the conplainant or

cancel | ed.

a) The domai n nanmes are i denti cal or

confusingly simlar to a name, trademark
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or service mark in which the conplainant

has rights and

b) The respondent has no right or legitimte
interests in respect of the domain nanmes

and

c) The domain nanes have been registered and

are being used in bad faith.

The above would show that for transfer of the
domai n name to t he conmpl ai nant or for its
cancellation all the above three ingredients are

reguired to be proved.

The policy makers in its wi sdom have use the

word 'and' after every element making it mandatory

to the parties to prove all of them

In view of the pleadings of the parties and the
docunments submtted |et us exam ne, whet her the
conpl ai nant has discharged its on—us to prove each

of the three above el ements.

a) Whet her domai n name is i denti cal or

confusingly simlar.

2 4
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It is not disputed that he conplainant is
a conpany having its global network and
also provides service to business and
consuners in India. It is also not
di sputed that the conplainant started its
free web-based email service accessible

wor |l dwi de and | ocated at ww. gmail.com on 1°

April 2004. It is also clear from the
pl eadi ngs and docunment s t hat he
conmpl ai nant has applied for registration
of mark Gmil in number  of countries
i ncludi ng 1ndia. In India it was applied
in March 2005 vide application no. 134987.
The conplainant's subm ssion that it has
its proprietary right in the mark Gmail

has strength in it.

The proprietary rights in a trademark /
service mark are not acquired merely on
account of registration in India but on
account of priority in adoption, use and
even on account of Trans Border Reputation

spilling over to India.

It has been so held time and again by the

Courts in India.
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The Hon' ble Supreme Court of India in a
case M| mt G tho I ndustries and ot hers/
Al l ergan Inc. reported in 2004 (28) PTC585 (SO
has held in Para No. 10 that the mere fact that
respondents have not been using a mark in India
would be irrelevant if they were first in the
worl d mar ket . Simlarly, in the case titled as
Mont ar i Over seas vVer sus Mont ar i I ndustries
Ltd., reported in 1996 PTC 142 it is held

"When a defendant does business under a
name which is sufficiently close to the nanme
under which the plaintiff is trading and that
name has acquired a reputation and the public
at large is likely to be mslead that the
defendant's business is the business of the
plaintiff or his branch or department of the
plaintiff, defendant is liable for an action in

passing off".

In Card Service International Inc. versus MCGee

reported in 42 US PQ 2d 1850 it was held that the

domain name serve sane function as a trademark and

is not a nere address or like finding number on the
internet and it is therefore entitled to equa
protection as tradenmark. It was further held that

the domain nane is nore than a nere internet address

for it also identifies the internet site to those

()
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who reach it, much |like a person's name identifies a

particul ar person or nmore relevant to tradenmark
di sput es, a conmpany's name identifies a specific
conpany.

A Division Bench of Delhi High Court while
dealing a matter of N R Dhongre Versus Whirl phool
reported in 1996 PTC 16 which was subsequently
upheld by the Supreme Court in its decision reported

in 1996 PTC 583 held that he reputation of the

trademark Whirl phool in respect of washing machines
has traveled to Trans Border |India and therefore
al t hough t he respondents are not regi stered
proprietor of the 'Wiirlphool' in India in respect

of washing machines can maintain action of passing
off against the appellants in respect of the use of
the same which has been registered in their favour
in respect of sanme goods. It was further held the
registration of a trademark under the Act would be

irrelevant in an action of passing off.

The Hon'ble Judge was further pleased to hold
that the said words although are dictionary words
have acquired uniqueness and distinctiveness and are
associated with the business of the concerning
company and such words have come to receive nmaximum

degree of protection by Courts.
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That from the records nmade available to the

arbitrator, it is undi sputably clear t hat he
conpl ai nant has t hus di schar ged its onus in
establishing its proprietary rights in the mark
"Gmail' on account of priority in adoption, use and
registration in various countries. The conpl ai nant

has al so succeeded in establishing its rights to the

domain name consisting of the mark ww.gnail.com on

account of its prior use and registrations.

VWhen one access the website on the domain name

www. gmail.com the site shows the official site hosted

by the conmplainant and has all the text and the
i nformati on, data and material of the conplainant.

The domain name wwgnail.co.in registered by the

respondent in India is identical to the trademark /

trade name and domain name of the conplainant. The
arbitrator t herefore hol ds t hat domai n name
registered by the respondent is i denti cal and

confusingly simlar to the trademark/ trade name /

service mark and domai n name of the conpl ai nant.

b) Whet her the respondent has no right or

legitimate interests in respect of domain

names?

<5
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During the course of the proceedings, t he
gueries as nentioned in para 11 supra were raised by
t he arbitrator from the petitioner and t he

respondent.

The respondent reply dated 18.02.2007 to said
gueries shows that Menmorandum of Association and
Articles of Association of the conpany Gmil Ltd was
signed by the respondent on 06'" October 2006. On
30" October 2006 the certificates of incorporation

is issued to the conmpany.

The respondent started t he domai n name

registration service since April 3'* 2006.

The domain gmail.co.in and its related services
were transferred to Gmil Ltd w.e.f. Oct ober
31" 2006. The trade name of the said service

is also changed.

The respondent cl ai s t hat he has been
provi ding English Learning Mobile Service since
November 2005. He claims that Gmail Ltd also
provi des postal services, WAP site building
tool etc in India and UK and stated that it
woul d continue to provide all the aforesaid

services in India.

29
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The respondent claims right and legitimte
interest in the domain name in question on the
ground that the disputed domain name is derived from
the name  of hi s conpany and that under t he
Trademar ks  Act of United Kingdom a registered
trademark is not infringed by the use of a person of

his name or address.

The registration of the disputed domain nane,
as is evident from the records maintained by NIXI,
was made in the nane of the respondent. At the tinme
of registering the disputed domain name, the conmpany
Gmai | Ltd had not even been incorporated. The
gquestion which arises for <consideration is as to
whet her the respondent's use of the disputed domain
name is in fact wuse his own name at the first
i nstance and whether such use is bona-fide. Gmil
is admttedly the registered trademark  of t he

conpl ai nant . The domain name  wwnvgmail.com  is

registered in the name of the conplainant. It is
evident from the record that mlIlion of users in the
World are attached to the said site. The conpany
Gmil Ltd was incorporated by the respondent as a
sole Director on 30" October 2006 much after filing
of the above conmplaint with .in registry. The
i ncorporation of the conmpany with an identical name

in UK is an attenpt to set up a defence by the
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respondent of the conpl aint but before fornmal

commencenment of the proceedings does not affect the

proceedi ngs. Paragraph 8 of the policy describes
the pendency of the proceedings. The evidence on
record shows that respondent having full know edge

of its obligations under paragraph 8 (a of the
policy, proceeded to incorporate a conmpany with
conpl ai nants trademark as part of his corporate nane
and entered into a shanme transaction between hinmself
as transferor and also on behalf of the transferee,
wi t hout the know edge, consent or information to the
conpl ai nant . It is thus clear that object of such
transfer could not be other than to create a defence
and to have commerci al gain and to create the

confusion in the mnd of the internet users.

In the case of B.K  Engineering versus Ubhi

Enterprises reported in 1985 PTC 1, it was held

that even if " a man uses his own name as to be
likely to deceive and so to divert the business from
the plaintiffs to the defendants he will be
restrained": Simlar principle is adopted by the
Hon' ble High Court of Delhi in case of K G Khosla
Conmpressors Ltd Versus Khosla Extraction Ltd 1986
PTC 211 and Anil Food Industries Versus Alka Food

I ndustries (1989 PTC 129).

W)
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Since the respondent nmakes no claim that it has
been comonly known by the disputed domain nane and
that it has attempted to nmake any legitimte non-
commercial or fair use of the domain nane, | hold
that the respondent has grossly failed to have any
right or legitimate interest in respect of the

di sputed domain nane.

c) Whet her t he domai n name has been

regi stered and is being used in bad faith?

Par agraph 6 of t he policy st ates
circunstances which shall be the evidence
of the registration and use of a donmain

name in bad faith

i) Ci rcunst ances i ndi cating t hat t he
regi strant has regi stered or t he
regi strant has acquired the domain
name primarily for the purpose of
sel |l ing, renting, or ot herw se
transferring t he domai n name
registration to be Conplainant who is
the owner of the trademark or service

mark or to a conpetitor of t hat

compl ai nant, for val uabl e
consi derati on in excess of our
document ed out - of - pocket costs

N
N
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directly related to the domain name;

or

ii) the registrant has regi stered the
domain nanme in order to prevent the
owner of the trademark or service
mark from reflecting the mark in a
corresponding domain name, provi ded
that you have engaged in a pattern of

such conduct; or

iii) by usi ng t he domai n name, t he
regi strant has intentionally
attenmpted to attract, i nternet users

to the registrant website or other
online | ocati on, by creating a
i kelihood of confusion with t he
complainant's mark as to the source,
sponsor shi p, affiliation, or
endorsenent of the registrant website
or | ocation or of a product or
service on the registrant website or

| ocati on.

Overriding objectives of the policy is
prevent abusive domain name registration and use

the benefit of the legitimate trademark owners.
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requi rement that domain nane has been registered in
bad faith will be satisfied only if the conplainant
proves that registration was done in bad faith and
the circunmstances of <case are such that respondent

is continuing to act in bad faith.

In the light of the fact established supra the
arbitrator finds t hat respondent has t aken
deli berate steps to ensure to take benefit of
identity and reputation of the conplainant. The
respondent got registered a conpany Gmil Ltd after
filing the conpliant with .in registry. The
respondent transferred the domain name one day after
registration to the conpany during the pendency of
the proceeding before the arbitrator. The respondent
has failed to furnish any explanation about the
adoption of an identical mark. The respondent as
per his own adm ssion provide the web services which
are simlar to those of the conplaint. Al'l these
i ndi cates that a disputed domain name is got
regi stered and used by respondent in bad faith in
respect of t he gener al commer ci al busi ness

activities.

15. The respondent in his response has relied upon
a decision of WPO Arbitration and Mediation
Centre passed in Asea Brown Boveri Ltd versus

Ozbcoz bearing no. DBIZ2002-00264.
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In the said case the Ld. Arbitrator dism ssed
the conpl aint as the respondent was able to
establish his legitimte interest in respect of the
di sputed domain name. The above decision relied
upon by the respondent is of no assistance and is

not applicable to the facts of the present case.
16)  DECI SI ON

In view of ny discussion above and for the

reasons stated supra, | directed that:

a) The domain name wwgnail.co.in be transferred

to the conpl ai nant.

b) Cost of the proceedings are also awarded
to the conpl ainant. Since no details of
cost incurred have been given by both the
parties, | direct Respondent to pay to the
conplainant a sum of Rs.50,000/- (Rupees

Fifty Thousand Only) as cost.

Awar d passed on 25" April 2007 at New Del hi
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